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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-3, 6-10, 13-15, 19, 20 and 22-24 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Rinne et al. (US-6,574,473). 

Regarding claims 1-3, Rinne et al. discloses in figure 3, a method of facilitating 
handover from an active network (32) with which User Equipment (35) is in 
communication to another network (33-34), the method comprising the steps of: 
providing a list of available other networks to said User Equipment via the active 
network (col. 5, lines 14-18); in the User Equipment, selecting among the available 
networks based on preference information (fig. 6B, step 624 and col.7, lines 56-65); and 
signalling to said active network at least one preferred other network; and providing 
neighbor cell information for the at least one preferred other network to said User 
Equipment via the active network (col. 5, lines 21-25). 
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Regarding claim 6, Rinne et al. discloses a method according to claim 2, as 
recited in the rejection of claim 2, further comprising a step of sending a message to the 
User Equipment containing information for incrementally adding to or subtracting from 
the list of available networks (col. 8, lines 5-8 and col. 15, line 62-col. 16, line 5). 

Regarding claim 7, Rinne et al. discloses a method of operating an active 
network to facilitate handover to another network comprising a step of providing to User 
Equipment communicating via the active network a message containing information for 
incrementally adding to or subtracting from a stored list of available networks (col. 15, 
line 62-col. 16, line 5). 

Regarding claim 8, Rinne et al. discloses a method of operating User Equipment 
capable of handover between an active network and another network comprising a step 
of incrementally adding to or subtracting from a stored list of available networks based 
on information supplied by the active network with which the User Equipment is in 
communication (col. 8, lines 5-8). 

Regarding claim 9, Rinne et al. discloses a method of operating User Equipment 
capable of handover between an active network and another network comprising a step 
of signalling to the active network with which the User Equipment is in communication a 
preferred other network for handover (col. 7, lines 56-65). 



Application/Control Number: 09/589,217 
Art Unit: 2685 



Page 4 



Regarding claim 10, Rinne et al. discloses a method according to claim 9, as 
recited in the rejection of claim 9, wherein said preferred other network is selected by 
the User Equipment from a list of available networks supplied by the network (figures 
6A-6B, steps 614-621). 

Regarding claim 13, Rinne et al. discloses a method according to claim 1, as 
recited in the rejection of claim 1 , wherein the preferred other network is selected based 
on information stored in the User Equipment, preferably in a SIM card (fig. 3, box 36). 

Regarding claim 14, Rinne et al. discloses a method according to claim 1, as 
recited in the rejection of claim 1 , wherein the active network is a UMTS network and 
the other network is selected from available GSM networks (fig. 3, boxes 32-34) 

Regarding claim 15, Rinne et al. discloses a method according to claim 1, as 
recited in the rejection of claim 1 , wherein the active network is provided by an active 
network provider (fig. 3, box 34) and the other network is selected from networks 
provided by other network providers (fig. 3, box 32 and box 33). 



Regarding claim 19, Rinne et al. discloses a user equipment for a mobile 
communications system capable of handover from an active network with which User 
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Equipment is in communication to another network comprising means for signalling a 
preferred other network to the active network during a call (col. 7, lines 56-67). 

Regarding claim 20, Rinne et al. discloses a user equipment according to claim 
19, as recited in the rejection of claim 19, further comprising means for storing network 
preference information (col. 7, lines 58-59). 

Regarding claim 22, Rinne et al. discloses in figure 3, a mobile communications 
network (30) or component thereof including means for communicating to User 
Equipment (35) communicating with the network a list of available other networks (col. 
5, lines 14-18). 

Regarding claim 23, Rinne et al. discloses a mobile communications network or 
component thereof according to claim 22, as recited in the rejection of claim 22, having 
means for sending a message to me User Equipment containing information for 
incrementally adding to or subtracting from the list of available networks (col. 8, lines 5- 
8). 

Regarding claim 24, Rinne et al. discloses a mobile communications network or 
component thereof including means for sending a message to User Equipment 
containing information for incrementally adding to or subtracting from a list of available 
networks stored in the User Equipment (col.7, line 56-col.8, line 8). 
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3. Claims 4 and 18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Whinnett (GB-2,298,191). 

Regarding claim 4, Whinnett discloses a method of operating User Equipment 
capable of handover between an active network and another network comprising a step 
of storing in the User Equipment a list of available networks based on information 
supplied by the active network with which the User Equipment is in communication 
(page 4, lines 6-27). 

Regarding claim 18, Whinnett discloses a user equipment for a mobile 
communications system capable of handover from an active network with which User 
Equipment is in communication to another network comprising means for updating a 
stored list of available other networks based on information supplied by the active 
network (page 4, line 26). 

4. Claims 11,12, and 25-27 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Korpela et al. (US-6,51 0,146). 

Regarding claim 11, Korpela et al. discloses a method of operating an active 
network with which User Equipment is in communication comprising a step of sending 
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neighbor cell information to User Equipment based on network preferences 
communicated by the User Equipment (col. 3, line 11 -col .4, line 19). 

Regarding claim 12, Korpela et al. discloses a method according to claim 11, as 
recited in the rejection of claim 1 1 , comprising a step of sending mutually different 
neighbor cell information to mutually different User Equipments based on mutual 
different network preferences (col. 7, lines 34-42 and col. 3, lines 51-67). 

Regarding claim 25, Korpela et al. discloses a mobile communications network or 
component thereof including means for- receiving from User Equipment communicating 
with the network an indication of a preferred other network and means for supplying 
neighboring cell information for the preferred other network (fig. 2 and col. 4, lines 53- 
65). 

Regarding claim 26, Korpela et al. discloses a mobile communications network or 
component thereof including means for sending neighbor cell information to User 
Equipment based on network preferences communicated by the User Equipment (col. 
3, line 11-col.4, line 19). 

Regarding claim 27, Korpela et al. discloses a mobile communications network or 
component thereof according to claim 26, as recited in the rejection of claim 26, 
arranged to send mutually different neighbor cell information to mutually different User 
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Equipments based on mutually different network preferences (col. 3, line 1 1-col.4, line 



5. Claims 16-17 are rejected under 35 U.S.C. 102(e) as being anticipated by Bodin 
(US-6,387,027). 

Regarding claim 1 6, Bodin discloses in figure 1 , a user equipment (2) for a 
mobile communications system capable of handover from an active network with which 
User Equipment is in communication to another network comprising means for storing a 
list of available 5 other networks supplied by the active network (fig.1 , box 4 and col. 3, 
lines 26-29). 

Regarding claim 17, Bodin discloses a user equipment according to claim 16, as 
recited in the rejection of claim 16, further comprising means for updating the stored list 
of available other networks based on information supplied by the active network (col. 3, 
lines 29-34). 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



19). 



Claim Rejections - 35 USC § 103 
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7. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Whinnet 
in view of Rinne et al. (US-6,574,473). 

Regarding claim 5, Whinnett discloses all the limitations of a method according to 
claim 4, as recited in the rejection of claim 4. Whinnet does not show the step of 
incrementally adding to or subtracting from the list of available networks. However, 
Rinne et al. teaches the step of incrementally adding to or subtracting from the list of 
available networks (col. 8, lines 5-8). Since both Whinnett and Rinne et al. are related to 
a method of operating user equipment capable of handover; then, it would have been 
obvious to one of ordinary skilled in the art at the time of the invention for including the 
step of incrementally adding to or subtracting from the list of available networks as 
taught by Rinne et al. into the method of Whinnet in order to provide the user equipment 
the function of selecting networks which offer better signal connection and eliminating 
networks which offer weak signal connection. 

8. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bodin in 
view of Gourgue et al. (US-6,584,1 16). 

Regarding claim 21, Bodin discloses all the limitations of a User Equipment 
according to claim 16, as recited in the rejection of claim 16. Bodin does not show 
wherein the active network is a UMTS network and the other network is a GSM network, 



Application/Control Number: 09/589,21 7 Page 1 0 

Art Unit: 2685 

having means for communicating over both networks. However, Gourgue et al. teaches 
in figure 3, the active network is a UMTS network (50A) and the other network is a GSM 
network (51 A), having means for communicating over both networks (col. 5, lines 5-7). 
Since both Bodin and Gourgue et al. are related to a user equipment for a mobile 
communications system capable of handover; then, it would have been obvious to one 
of ordinary skilled in the art at the time of the invention for including the active network is 
a UMTS network and the other network is a GSM network, having means for 
communicating over both networks as taught by Gourgue et al. into the user equipment 
of Bodin in order to provide uninterrupted service over different communication 
networks. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Einola et al. (US-6,438,370) discloses location update method and inter 
core network entity handover method. 

b. Erlick et al. (US-6,614,769) discloses communication unit for seamless 
handover between networks and method of use therefor. 

c. Van Den Heuvel et al. (US-6, 223,030) discloses communications 
operating system and method therefor. 

d. Lintulampi (US-6,377,804) discloses mobile communication system. 
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1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Huy Q Phan whose telephone number is 703-305-9007. 
The examiner can normally be reached on 8AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Urban F Edward can be reached on 703-305-4385. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 



3900. 



Jan. 07, 2004 
Huy Phan 





